REMARKS 

Summary 

Claims 1-25 were pending. Claims 1, 8, and 13-16 have been 
rewritten, Claims 17-25 cancelled and Claims 26-37 added. No new matter 
has been added as a result of this amendment. Claims 1-16 and 26-37 are 
pending after entry of this amendment. 

Election 

The Examiner required election between Group I, Claims 1-16 drawn to 
an etchantfume exhaust apparatus and Group II, Claims 17-25 drawn to a 
method of removing etchant fume exhaust from an etching system. Applicant 
elected, via a telephonic election with Applicant's Agent Anthony P. Curtis, 
Group I, Claims 1-16. Applicant herein cancels Claims 17-25 without 
prejudice to their prosecution in a divisional application, rendering the 
restriction and election moot. 

Objection to Claims 

Claim 8 was objected to for a minor informality. Applicant has rewritten 
Claim 8 to correct the informality. Applicant respectfully requests that the 
Examiner withdraw the objection in the next Office Action. Applicant has 
additionally rewritten Claims 13-16 to correct informalities. Applicant submits 
that these changes have been made merely to correct informalities in the 
claims, and that none of the changes affect the scope the claims. 

Rejection of Claims 

Claims 1-5 and 7 were rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Parrick (U.S. Patent 4,385,912), Claim 6 was rejected under 35 
U.S.C. §1 03(a) as being unpatentable over Parrick, and Claims 8-16 were 
rejected under 35 U.S.C. §1 03(a) as being unpatentable over Parrick in view 
of Kobayashi (JP 1 1-293479). 

Applicant has rewritten Claim 1. Claim 1 recites a support part that 
fixes the exhaust plate to the exhaust hole and which is disposed such that 
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substantially all of an entire outer surface of the support part is exposed to the 
etchant. 

Parrick does not anticipate or disclose such an arrangement. In 
Parrick, the support part (annular rings 22, 24; demister 10) merely contains 
the gas. Parrick is directed to a toilet system in an aircraft. In fact, Parrick 
states that because the system is to be placed in an aircraft the system 
should have low weight and small size. More particularly, Parrick states that 
in an aircraft system space is always at a premium, it is important to minimize 
space requirements. Accordingly, a portion of the support part (the conical 
lower portion 18) in Parrick is contained within a housing (second planer 
annulus 24), thereby forming part of the gas circulation pathway. The inner 
portion of the remainder of the support part (e.g. central cylindrical portion 12) 
forms another part of the gas circulation pathway while the outer portion of the 
remainder of the support part is not exposed to the gas. Thus, only a portion 
of the outer surface of the support part of Parrick is exposed to the gas. 

For at least this reason, Parrick does not anticipate or disclose the 
arrangement of Claim 1 . Accordingly, Claim 1 is patentable over the cited 
references. 

Claims 26 and 29 are independently patentable over Parrick. Claim 26 
recites that the support part, the exhaust plate, and the exhaust hole are 
formed from material that resists corrosion by the etchant, while Claim 29 
recites the support part contacts an upper surface of the exhaust plate. 
Parrick does not anticipate or disclose such an arrangement. Parrick is 
directed towards a toilet system (rather than an etchant apparatus) in which 
an etchant is unlikely, at best, to be found. In addition, Parrick actually 
teaches away from the arrangement of Claim 29 as the support part does not 
contact the exhaust plate, which permits the gas to flow into the support part. 

Applicant traverses the rejections of Claims 8-16 and submits that a 
prima facie case of obviousness has not been made. 

In order to make a case of prima facie obviousness, any motivation to 
modify the prior art references must flow from some teaching in the art that 
suggests the desirability or incentive to make the modification needed to 
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arrive at the claimed invention. In re Napier, 55 F.3d 610, 613, 34 USPQ2d 
1782, 1784 (Fed Cir. 1995); In re Gorman, 933 F.2d 982, 986-87, 18 USPQ2d 
1885, 1888, (Fed. Cir. 1991). There is no specific suggestion, explicit or 
implicit, to combine the teachings of Parrick and Kobayashi to reach the 
apparatus claimed by Applicant. 

The motivation provided by the Examiner to combine the teachings of 
the references is to make the exhaust apparatus more compact. However, 
"[t]he mere fact that the prior art may be modified in the manner suggested by 
the Examiner does not make the modification obvious unless the prior art 
suggested the desirability of the modification." Para-Ordnance Mfg. v. SGS 
Importers Int'l, 73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. Cir. 1995) 
(citing W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1551, 1553, 
220 USPQ 303, 311, 312-13 (Fed. Cir. 1983)). Moreover, a reason must be 
supplied to specifically combine the teachings of Parrick and Kobayashi as 
"[substantially all inventions are the combination of old elements; what counts 
is the selection out of all their possible permutations, of that new combination 
which will be serviceable." Safety Car Heating and Lighting Co. v. General 
Electric Co., 155 F.2d, 937, 939 (2d Cir, 1946). That is, there must be a 
reason to combine the specific references, rather than an overall general 
reason such as it would make the exhaust apparatus less expensive or more 
compact. 

This is particularly true as Parrick and Kobayashi are directed towards 
two different apparatuses used for entirely different purposes. More 
specifically, Parrick teaches a compact toilet system to be used on an 
airplane, while Kobayashi teaches an etching system for etching 
semiconductor substrates. Accordingly, Applicant submits that a prima facie 
case of obviousness has not been made in the rejections of Claims 8-16. 

New Claims 30-37 are patentable over the cited references for at least 
the reason provided for Claim 29. Accordingly, Claims 30-37 are patentable 
over the cited references. 
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Conclusion 

Applicant respectfully submits that all of the pending claims are in 
condition for allowance and seeks an early allowance thereof. If for any 
reason the Examiner is unable to allow the application in the next Office 
Action and believes that a telephone interview would be helpful to resolve any 
remaining issues, she is respectfully requested to contact the undersigned 



attorney. 




Respectfully submitted, 



Anthony P/Curtis, Ph.D. 
Registration No. 46,193 
Agent for Applicant 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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